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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 20-22, 24-27, 29-32, and 34 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kikinis (US PGPUB US2001/0044828). 

(Claim 20 discloses) a method for pre-selectihg future recipients of an email, 
comprising: detecting a composed email by a sender with at least one primary recipient 
(Kikinis shows detecting an email by a sender with a receiver (paragraph 41).); 
accessing an electronic address book for said sender comprising a plurality of electronic 
addresses each specified with at least one pre-selected future recipient (Kikinis shows 
accessing a table with multiple fields including email addresses related to each receiver 
address (paragraph 31).); comparing said at least on primary recipient with said plurality 
of electronic addresses (Kikinis shows comparing customers information with the 
information stored in the lookup table (paragraph 31).); and responsive to said at least 
one primary recipient matching a particular electronic address from among said plurality 
of electronic addresses, automatically designating said at least one pre-selected future 
recipient associated with said matching particular electronic address in said email, 
wherein a mail reader receiving said email is directed to address any response to said 
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email to said at least on pre-selected future recipient (Kikinis shows the software places 
the correct email address in the reply to field (paragraph 31)). 

(Claim 21 discloses) the method of claim 20, wherein comparing said at least one 
primary recipient further comprises: comparing a specified electronic address for said at 
least one primary recipient with said plurality of electronic addresses in said electronic 
address book (Kikinis shows the client application parses the send to address and looks 
up what reply to address to insert based on the send to address (paragraph 31)). 

(Claim 22 discloses) the method of claim 20, wherein accessing an electronic 
address book further comprises accessing said electronic address book for said sender 
comprising a plurality of domain names for hosting electronic addresses each specified 
with at least one pre-selected future recipient (Kikinis shows the lookup table can hold a 
variety of fields and uses a variety of rules to access the table (paragraph 31).) and 
wherein comparing said at least one primary recipient with said plurality of electronic 
addresses further comprises comparing a particular domain name of a specified 
electronic address for said at least one primary recipient with said plurality of domain 
names for hosting electronic addresses in said electronic address book (Kikinis shows 
the appropriate address is inserted upon finding a relation in the table (paragraph 31)). 

(Claim 24 discloses) the method of claim 20, further comprising: embedding said 
at least on pre-selected recipient in a header of said email, wherein said mail reader 
receiving said email is directed to address any response to said email to said at least 
pre-selected recipient from said header in said email (Kikinis shows inserting the correct 



Application/Control Number: 10/682,393 Page 4 

Art Unit: 2141 

address from and reply to addresses, and it is inherent that the addresses are stored in 

the header of the email (paragraph 28)). \ 

(Claim 25 discloses) A system for pre-selecting future recipients of an email, 
comprising: a computer system communicatively connected to a network for enabling a 
sender to compose an email (Kikinis shows a call center configured for a sender to send 
an email (figure 1 , paragraph 23); said computer system further comprising means for 
detecting a composed email by said sender with at least one primary recipient (Kikinis 
shows detecting an email by a sender with a receiver (paragraph 41).); said computer 
system further comprising means for accessing an electronic address book for said 
sender comprising a plurality of electronic addresses each specified with at least one 
pre-selected future recipient (Kikinis shows accessing a table with multiple fields 
including email addresses related to each receiver address (paragraph 31).); said 
computer system further comprising comparing said at least one primary recipient with 
said plurality of electronic addresses (Kikinis shows comparing customers information 
with the information stored in the lookup table (paragraph 31).); and said computer 
system further comprising means, responsive to said at least one primary recipient 
matching a particular electronic address from among said plurality of electronic 
addresses, for automatically designating said at least one pre-selected future recipient 
associated with said matching particular electronic. address in said email, wherein a mail 
reader receiving said email is directed to address any response to said email to said at 
least one pre-selected future recipient (Kikinis shows the software places the correct 
email address in the reply to field (paragraph 31)). 
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(Claim 26 discloses) the system of claim 25, said computer system further 
comprising means for comparing a specified electronic address for said at least one 
primary recipient with said plurality of electronic addresses in said electronic address 
book (Kikinis shows the client application parses the send to address and looks up what 
reply to address to insert based on the send to address (paragraph 31)). 

(Claim 27 discloses) the system of claim 25, said computer system further 
comprising: means for accessing said electronic address book for said sender 
comprising a plurality of domain names for hosting electronic addresses each specified 
with at least one pre-selected future recipient (Kikinis shows the lookup table can hold a 
variety of fields and uses a variety of rules to access the table (paragraph 31).); and 
means for comparing a particular domain name of a specified electronic address for 
said at least one primary recipient with said plurality of domain names for hosting 
electronic addresses in said electronic address book (Kikinis shows the appropriate 
address is inserted upon finding a relation in the table (paragraph 31)). 

(Claim 29 discloses) the system of claim 25, further comprising: means for 
embedding said at least one pre-selected recipient in a header of said email, wherein 
said mail reader receiving said email is directed to address any response to said email 
to said at least pre-selected recipient from said header in said email (Kikinis shows 
inserting the correct address from and reply to addresses, and it is inherent that the 
addresses are stored in the header of the email (paragraph 28)). 

(Claim 30 discloses) a computer program product for pre-selecting future 
recipients of an email, comprising: a volatile or non-volatile recording medium (Kikinis 
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shows the application is operated on the server (paragraph 33).); means, recorded on 
said recording medium, for detecting a composed email by a sender with at least one 
primary recipient (Kikinis shows detecting an email by a sender with a receiver 
(paragraph 41).); means, recorded on said recording medium, for accessing an 
electronic address book for said sender comprising a plurality of electronic addresses 
each specified with at least one pre-selected future recipient (Kikinis shows accessing a 
table with multiple fields including email addresses related to each receiver address 
(paragraph 31).); means, recorded on said recording medium, for comparing said at 
least one primary recipient with said plurality of electronic addresses (Kikinis shows 
comparing customers information with the information stored in the lookup table 
(paragraph 31).); and means, recorded on said recording medium, for responsive to 
said at least one primary recipient matching a particular electronic address from among 
said plurality of electronic addresses, automatically designating said at least one pre- 
selected future recipient associated with said matching particular electronic address in 
said email, wherein a mail reader receiving said email is directed to address any 
response to said email to said at least one pre-selected future recipient (Kikinis shows 
the software places the correct email address in the reply to field (paragraph 31)). 

(Claim 31 discloses) the computer program product of claim 30, further 
comprising: means, recorded on said recording medium, for comparing a specified 
electronic address for said at least one primary recipient with said plurality of electronic 
addresses in said electronic address book (Kikinis shows the client application parses 



Application/Control Number: 10/682,393 Page 7 

Art Unit: 2141 

the send to address and looks up what reply to address to insert based on the send to 
address (paragraph 31)). 

(Claim 32 discloses) the computer program product of claim 30, further 

comprising: means, recorded on said recording medium, for accessing said electronic 

■j 

address book for said sender comprising a plurality of domain names for hosting 
electronic addresses each specified with at least one pre-selected future recipient 
(Kikinis shows the lookup table can hold a variety of fields and uses a variety of rules to 
access the table (paragraph 31).); and means, recorded on a recording medium, for 
comparing a particular domain name of a specified electronic address for said at least 
one primary recipient with said plurality of domain names for hosting electronic 
addresses in said electronic address book (Kikinis shows the appropriate address is 
inserted upon finding a relation in the table (paragraph 31)). 

(Claim 34 discloses) the computer program product of claim 30, further 
comprising: means, recorded on said recording medium, for embedding said at least 
one pre-selected recipient in a header of said email, wherein said mail reader receiving 
said email is directed to address any response to said email to said at least pre-selected 
recipient from said header in said email (Kikinis shows inserting the correct address 
from and reply to addresses, and it is inherent that the addresses are stored in the 
header of the email (paragraph 28)). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. 

In considering patentability of the claims under 35 U.S.C. 103(a), the examiner 
presumes that the subject matter of the various claims was commonly owned at the 
time any inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1 .56 to point out the inventor and 
invention dates of each claim that was not commonly owned at the time a later invention 
was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) and 
potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 23, 28, and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kikinis (US PGPUB US200 1/0044828) in view of Baker et al (US 
PGPUB US2004/0049696). 

Claim 23 discloses the method of claim 20, wherein accessing an electronic 
address book further comprises accessing a plurality of electronic addresses each 
specified with at least one pre-selected future recipient each specified for at least one 
composition option from among a reply option, a reply all option, a forward option, and a 
blind carbon copy option and wherein automatically designating said matching at least 
one pre-selected future recipient associated with said particular electronic address in 
said email further comprises designating said matching at least one pre-selected future 
recipient with a particular composition option associated with said at least one pre- 
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selected future recipient in said address book, wherein said mail reader receiving said 
email is directed to address any response to said email to said at least one pre-selected 
future recipient if said response requests said composition option associated with said 
at least one pre-selected future recipient. Kikinis teaches of the limitations of claim 20 
as recited above. It fails to teach of the pre-selected future recipients specified for at 
least one composition option from among a reply option, a reply all option, a forward 
option, and a blind carbon copy option and designating said matching at least one pre- 
selected future recipient with a particular composition option associated with said at 
least one pre-selected future recipient in said address book, wherein said mail reader 
receiving said email is directed to address any response to said email to said at least 
one pre-selected future recipient if said response requests said composition option 
associated with said at least one pre-selected future recipient. Baker et al teaches of 
granting access rights to each user in the lookup table (paragraph 37) and if the user 
forwards the message the message is only forwarded to the designated recipients 
specified by the sender (paragraph 38). 

Kikinis and Baker et al are analogous art because they are both related to setting 
email properties. 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to use the granting of rights to recipients in Baker et al with the system in 
Kikinis because forwarding and dissemination of the email to unintended recipients is 
prevented (Baker, paragraph 17). 
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Claim 28 discloses the system of claim 25, said computer system further 
comprising: means for accessing a plurality of electronic addresses each specified with 
at least one pre-selected future recipient each specified for at least one composition 
option from among a reply option, a reply all option, a forward option, and a blind carbon 
copy option; and means for designating said matching at least one pre-selected future 
recipient with a particular composition option associated with said at least one pre- 
selected future recipient in said address book, wherein said mail reader receiving said 
email is directed to address any response to said email to said at least one pre-selected 
future recipient if said response requests said composition option associated with said 
at least one pre-selected future recipient. Kikinis teaches of the limitations of claim 25 
as recited above. It fails to teach of the pre-selected future recipients specified for at 
least one composition option from among a reply option, a reply all option, a forward 
option, and a blind carbon copy option and designating said matching at least one pre- 
selected future recipient with a particular composition option associated with said at 
least one pre-selected future recipient in said address book, wherein said mail reader 
receiving said email is directed to address any response to said email to said at least 
one pre-selected future recipient if said response requests said composition option 
associated with said at least one pre-selected future recipient. Baker et al teaches of 
granting access rights to each user in the lookup table (paragraph 37) and if the user 
forwards the message the message is only forwarded to the designated recipients 
specified by the sender (paragraph 38). 
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Kikinis and Baker et al are analogous art because they are both related to setting 
email properties. 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to use the granting of rights to recipients in Baker et al with the system in 
Kikinis because forwarding and dissemination of the email to unintended recipients is 
prevented (Baker, paragraph 17). 

Claim 33 discloses the computer program product of claim 30, further 
comprising: means, recorded on said recording medium, for accessing a plurality of 
electronic addresses each specified with at least one pre-selected future recipient each 
specified for at least one composition option from among a reply option, a reply all 
option, a forward option, and a blind carbon copy option; and means, recorded on said 
recording medium, for designating said matching at least one pre-selected future 
recipient with a particular composition option associated with said at least one pre- 
selected future recipient in said address book, wherein said mail reader receiving said 
email is directed to address any response to said email to said at least one pre-selected 
future recipient if said response requests said composition option associated with said 
at least one pre-selected future recipient. Kikinis teaches of the limitations of claim 30 
as recited above. It fails to teach of the pre-selected future recipients specified for at 
least one composition option from among a reply option, a reply all option, a forward 
option, and a blind carbon copy option and designating said matching at least one pre- 
selected future recipient with a particular composition option associated with said at 
least one pre-selected future recipient in said address book, wherein said mail reader 
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receiving said email is directed to address any response to said email to said at least 
one pre-selected future recipient if said response requests said composition option 
associated with said at least one pre-selected future recipient. Baker et al teaches of 
granting access rights to each user in the lookup table (paragraph 37) and if the user 
forwards the message the message is only forwarded to the designated recipients 
specified by the sender (paragraph 38). 

Kikinis and Baker et al are analogous art because they are both related to setting 
email properties. 

At the time of the invention it would have been obvious to a person of ordinary 
skill in the art to use the granting of rights to recipients in Baker et al with the system in 
Kikinis because forwarding and dissemination of the email to unintended recipients is 
prevented (Baker, paragraph 17). 

Response to Arguments 
Applicant's arguments with respect to claims 20-34 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Weber et al (US Patent #5,878,230) teaches of a system for 
email messages wherein the sender designates whether the recipient replies or 
forwards to addresses also designated by the sender. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian J. Gillis whose telephone number is 571-272- 
7952. The examiner can normally be reached on M-F 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rupal Dharia can be reached on 571-272-3880. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Brian J Gillis 
Examiner 
Art Unit 2141 
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